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REMARKS 

Claims 57, 59-61, 63-65, 68-72, 74-80, and 83-88 are pending in the application. 
Claim 89 has been added. No claims have been amended herein. 

Rejections under 35 U.S.C- § 102 are improperly maintained 

Applicants respectfully submit that the Examiner has not properly maintained the 
rejections under 35 U.S.C. § 102, which were overcome in the Response to the office 
action mailed January 10, 2006 (hereinafter "the previous response"). 

Applicants respectfully request that the rejections be withdrawn. 

Examiner's Response to Applicants' Arguments 

In the Final office action mailed August 28, 2008, the Examiner merely restated 
the rejections under 35 U.S.C. § 102 verbatim. These rejections had been addressed and 
overcome in the previous response. The Examiner failed to state why the rejections were 
not overcome. The Examiner's entire "Response to Arguments" is provided below. 

4. Applicant's arguments filed 06/12/2006 have been fully 
considered but they are not persuasive. 

5. In response to applicant's argument that Knoeplfler [sic] 
and O'Connor lack guidewire lumen and a jaw with free distal tip and an 
atraumatic interior surface which continuously mates to a component of 
the assembly, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and 
the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. 

Applicants would like to address each statement made in paragraph 5 (quoted 

above) separately. 

1, "In response to applicant's argument that Knoeplfler [sic] 
and O'Connor lack guidewire lumen and a jaw with free distal tip and an 
atraumatic interior surface which continuously mates to a component of 
the assembly, a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and 
the prior art in order to patentably distinguish the claimed invention from 
the prior art." 
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Statement 1 includes the Examiner's assertion "a recitation of the intended use of 

the claimed invention must result in a structural difference between the claimed invention 

and the prior art in order to patentably distinguish the claimed invention from the prior 

art". Applicants wish to make clear that Applicants argue in the previous response that 

the claimed invention includes structural differences from the prior art. Consider 

Applicants' statement from the previous response: 

Knoepfler lacks at least a jaw as claimed: "the jaw comprising a 
free distal tip and an interior surface which continuously mates to a 
component of the assembly, wherein the interior surface is atraumatic." 
(Claim 57). In fact, Knoepfler specifically teaches away form such a jaw 
by teaching a jaw with teeth. 

Applicants respectfully that the Examiner is required to provide a coherent 

rebuttal to Applicants' statements that the prior art (both Knoepfler and O'Connor) lacks 

at least one element of the claims. The passage cited above is just one example of such a 

Statement by Applicants. If the Examiner is not able to provide such a rebuttal, the 

rejections must be withdrawn. 

2. "If the prior art structure is capable of performing the 
intended use, then it meets the claim." 

Applicants agree with the Examiner's assertion above. The test for anticipation of 
an apparatus claim is not as stated by the Examiner in 2 above. Applicants request the 
Examiner's source and support for this assertion. This assertion is counter to long-settled 
definitions of anticipation under 35 U.S.C. § 102. This assertion allows for the 
conclusion that claims to a mouse trap that operates to kill mice by radiation arc 
anticipated by a mouse trap that operates to kill mice by strangulation. This is not what 
was intended by 35 U.S.C. § 102. 

The standard for lack of novelty, that is, for "anticipation/ 1 is one of strict identity. 
To anticipate a claim for a patent, a single prior source must contain all its essential 
elements. See Crucible, Inc. v, Stora KopnaTberes Bergslacs AR 594 F. Sunn. 1249. 226 
USPO 36, 40 (W.P. Pa. 1984). afTd in part & remanded in parr sub nom. Kloster 
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Speedsteel AB v. Crucible. Inc. 793 F.2d 1565, 230 USPO 81 (Fed. Cir. 1986V cert, 
denied. 479 U.S. 1034 f!98T> (citing Treatise! . 

Federal Circuit decisions repeatedly emphasize that anticipation (lack of novelty) 
is established only if: 

(1) all the elements of an invention, as $tated in a patent claim, Transclean Com 
v. Bridcewood Services. Inc.. 290 F.3d 1364. 62 USP02d 1865 (Fed. Cir. 20021 : 

(2) are identically set forth, E.g., Gechter v. Davidson, 1 16 F.3d 1454, 1457. 43 
USFQ2d 1030. 1032 fFed. Cir. 1997) ('Tinder 35 U.S.C. § 102, every limitation of a 
claim must identically appear in a single prior art reference for it to anticipate the 
claim.' 1 ); and 

(3) m a single prior art reference. Mehl/Biophile International Corp. v. Milgraum., 
192 F.3d 1362. 1365. 52 USPQ2d 1303, 1306 (Fed. Cir. 1999) ("To anticipate, a single 
reference must teach every limitation of the claimed invention,"). 

Applicants respectfully submit that it is not permissible for the Examiner to 
merely maintain any rejection without providing a reason why the rejection has not been 
overcome. Such practices place an undue and unfair burden on Applicants, who are 
forced to bear the expense of a Request for Continued Examination or, alternatively, to 
bear the expense, delay and uncertainty of the Appeal process. 

Rejections under 35 UJS.C. § 102 

Claims 57, 59-61, 63-65, 68-72, 74-80, and 83-88 wem rejected under 35 U.S.C. 
§ 102(b) as being anticipated by Knoepfler (U.S. Patent No. 5,300,087). Applicants 
respectfully traverse the rejection. Knoepfler lacks at least a jaw as claimed; 'the jaw 
comprising a free distal tip and an interior surface which continuously mates to a 
component of the assembly, wherein the interior surface is atraumatic." (Claim 57). In 
fact, Knoepfler specifically teaches away form such a jaw by teaching a jaw with teeth. 
For example, Figures 1-3 and cohimn4, lines 29-32 teach u The fixed jaw 40 further 
includes three teeth 50, 51 and 52 which ar [sic] cooperable with tow teeth 53 and 54 in 
the rotating jaw 41 for grasping tissue and the like " For this reason alone, Applicants 
respectfully submit that Knoepfler does not anticipate the claimed invention. 
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Applicants further submit that Knoepfler lacks a guidewire lumen as claimed. 
Knoepfler discloses and illustrates a channel 45 for insertion of a laser fiber, and a 
channel 47 for insertion of an irrigation and suction catheter, (column 4, lines 16-28). 
These channels are distinguished from a guidewire lumen, which is typically first 
introduced into the body so that a device, such as a catheter can be introduced over it, and 
not the reverse as is the case with the disclosed channels. For ail of these reasons 
Applicants respectfully submit that the claims are not anticipated by Knoepfler. 

Knoepfler further fails to teach all of the elements of independent claims 69, 70, 
86, 87, and 88. Each of the independent claims includes at least a jaw with an atraumatic 
interior surface or an atraumatic deflecting member. Because Knoepfler fails to disclose, 
teach or suggest each and every element of the independent claims, Applicants submit 
that the independent claims, and their respective dependent claims, are patentable over 
Knoepfler. 

Claims 57, 59-61, 63-65, 68-72, 74-80, and 83-88 were rejected under 35 U.S.C. 
§ 102(b) as being anticipated by O'Connor (U.S. Patent No. 5,603,724). 

Applicants respectfully traverse the rejection. O'Connor lacks at least a jaw as 
claimed: 'the jaw comprising a free distal tip and an interior surface which continuously 
mates to a component of the assembly, wherein the interior surface is atraumatic." 
(Claim 57). O'Connor further lacks a guidewire lumen as claimed. As the passage 
below discloses, O'Connor teaches away from the present invention by teaching: 1) a 
device that is meant to be traumatic; and 2) a device with channels for communicating 
fluid or suction. 

FIG. 1 shows a perspective view of a micro-instrument embodying 
the invention with the cutting jaws in closed position. Tubular extension 
10 of 4-10 inches long and 3-5 mm in diameter connects the cutting tip 
assembly 20, 30 and 40 with the supporting stationary loop handle 70 and 
the actuating loop handle 80, Actuation force transmitted is transmitted by 
internal drive tube 50 which comprises a fluid or vacuum channel 
connecting distal port 25 and the handle suction tube 90 with suction 
connection 95. As the actuating loop handle 80 is rotated on pivot 75 away 
from stationary loop handle 70, the drive tube 50 is drawn proximally to 
rotate, by means of linkage 40 the distal portion of inner tip or jaw 30 on 
pivot 22 away from the distal portion outer tip or jaw 20 to its open 
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position shown in FIG. 2, which also shows the welding 21 and the distal 
port 35 of inner tip or iaw 30 which lines up and communicates fluid or 
suction with distal port 25 of outer tip or jaw 2 0. 

FIG, 3 shows a cross-section of the assembled tip in open position 
with actuator Jink 40 positioned at the distal portion of drive tube 50 and 
engaging inner tip or jaw 30 at pin 42 and bearing surface 34. Inner tip or 
jaw 30 in turn pivots on pivot 22, which may be a hollow pin. Bearing 
surface 34 is shown in greater detail in FIGS. 5 A and 5B respectively 
showing a side and a proximal end view of inner tip 30. Pin 42 shown in 
FIG. 3 fits through aperture 32 in inner tip 30 shown in FIGS. 5A and 5B 
and through apertures 43 in actuator Jink 50 shown in FIGS. 6A and 6B to 
transmit proximally directed pulling force to open the jaws and to share 
with bearing surfaces 44 (FIGS. 6A and 6B) and 34 (FIGS. 3, 4A and 4B) 
to transmit distally directed pushing force to close the jaws. The later 
force-distributing mechanism makes the instrume nt particularly effective 
in its cutting action . 

(column2, lines 24-57 ? emphasis added) 

Please especially note the underlined sections of the quoted passage. O'Connor 
specifically recites a device that is designed to cut material and suction it through the 
channels and ports as shown. Such a device would not be usable to separate an occlusion 
from a vessel wall because the vessel wall could be damaged. In addition, such a device 
would not be usable to insert over a guidewire, as the described ports and channels would 
be used for fluids and suction. 

For all of these reasons Applicants respectfully submit that the claims are not 
anticipated by O' Conner. 

Because each of the independent claims recites at least one element that is lacking 
in O'Conner, as previously discussed, Applicants submit that the independent claims, and 
their respective dependent claims, are patentable over O'Conner. 

Applicants respectfully submit that new claim 89 is patentable over the prior art 
as including all of the limitations of claim 57, as well as additional limitations. 



CONCLUSION 

In view of the foregoing amendments and arguments, Applicants respectfully 
submit that all of the rejections have been overcome, and that claims 57, 59-61 ? 63-65 3 



13 

PAGE 16/17 * RCVD AT 11/27/2006 5:47:42 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-2/8 * DNlS:2738300 * CS!D:14083421909 * DURATION (mm-ss):05-04 



11/27/2006 14:47 14083421909 CSG IP LAW . PAGE 17/17 

RECEIVED 

Attorney Docket No. IMND.P044DC CENTRAL FAX CENTER 

NOV 2 7 2006 

68-71, 74-80, and 83-89 are in condition for allowance. Allowance of the claims is 
• earnestly solicited. If a telephone conference with the Examiner may expedite the 
allowance of the claims or resolution of any outstanding issues, the Examiner is 
respectfully encouraged to telephone Barbara Courtney at the number below. 

AUTHORIZATION TO CHARGE DEPOSIT ACCOUNT 

Please charge deposit account 503616 for underpayment of any fees due in 
connection with this Office Action response. 



Respectfully submitted, 

Courtney Staniford & Gregory LLP 



Date: 



,2006 



iarbara B. Courtney *""\ 
Reg. No. 42,442 
Tel. (408)342^1902 
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